TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte M CHEL FEDER and JEAN ULRI CH

Appeal No. 94-0995
Appl i cation No. 07/662, 722*

HEARD: March 23, 1999

Bef ore WNTERS, WLLIAMF. SMTH and LORI N, Adninistrative
Pat ent Judges.

W NTERS, Administrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed February 28, 1991.
According to appellants, this application is a continuation of
Application No. 07/501, 264, filed March 29, 1990, now
abandoned; which is a continuation-in-part of Application No.
07/ 302, 460, filed January 27, 1989, now abandoned.
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Thi s appeal was taken fromthe exam ner's deci sion
rejecting clains 1 through 14, which are all of the clains in
t he application.

Caim1, which is representative of the subject nmatter on
appeal , reads as foll ows:

1. An aqueous silicone dispersion crosslinkable into
el astoneric state by elimnation of water therefrom under
anbi ent conditions, conpri sing:

(A) 100 parts by weight of an oil-in-water enulsion of an
"-T- (di hydr oxy) pol ydi or ganosi | oxane stabilized with at | east
one ani oni c or nonionic surface-active agent, or mxture
t her eof ;

(B) 1 to 100 parts by weight of an hydroxylated silicone
resin containing, per nolecule, at |east two different
recurring structural units selected from anong those of the
formulae: (R),SIQ . (R,SIO RS O and SiO, wherein the
radicals R, which may be identical or different, are vinyl,
phenyl or 3,3,3,-trifluoropropyl radicals or |inear or
branched chain al kyl radicals containing from1l to 6 carbon
atons, said resin having a hydroxyl group weight content of
fromO.1%to 10%

(C 0 to 250 parts by weight of a nonsiliceous inorganic
filler;

(D) 0.01 to 3 parts by weight of a netal curing catalyst
conmpound; and

sai d di spersion having a solids content of at |east 40%

The references relied on by the exam ner are:

Favre et al. (Favre) 4,143, 088 Mar. 6, 1979
Grape et al. (G ape) 4,554, 187 Nov. 19, 1985
Blizzard et al. (Blizzard) 4,591, 622 May 27, 1986
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Japanese Abstract 53-130752A Nov. 15, 1978
(JP 53-130752A)

The issues presented for review are: (1) whether the
exam ner erred in rejecting clains 1 through 14 under
35 U.S.C. § 103 as unpatentabl e over the conbined discl osures
of Grape, Favre, and Blizzard; and (2) whether the exam ner
erred inrejecting clains 1 through 14 under 35 U.S.C. § 103
as unpatentabl e over "JP 53-130752A."

On consideration of the record, we shall reverse these

rej ections.

BACKGROUND

The prosecution history of this application represents
somewhat of a procedural quagmre and, therefore, we believe
that a di scussion of background information i s necessary
bef ore reaching the dispositive issues on appeal .

In the Final Rejection (Paper No. 7), the exam ner
rejected clains 1 through 14 under 35 U S.C. 8§ 103 as
unpat ent abl e over Grape. 1In a nutshell, the examner's
reasoni ng proceeded along these lines. First, the difference
bet ween Grape's conposition and the cl ained conposition is
conmponent (B). In Gape, conponent (B) is an acyl oxy or
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al koxy-functional silicone resin whereas, in claiml, that
conponent is an hydroxyl ated silicone resin. Second, the

i nstant specification acknow edges that appellants’ conmponent
(B), the hydroxylated silicone resin, was known in the art at
the tine the invention was made (specifi-cation, page 11,
first paragraph). Third, substitution of G ape's acyl oxy or
al koxy-functional silicone resin with the known hydroxyl at ed
silicone resinis within the skill of the art (Paper No. 7,
par agr aph bridging pages 3 and 4). This, according to the

exam ner, establishes a prima facie case of obvi ousness.

Fourth, the burden of persuasion shifts to appellants to rebut

the prima facie case with a side-by-side conparison

establ i shing that hydroxylated silicone resin gives rise to

unexpectedly superior results conpared with acyl oxy or al koxy-

functional silicone resin.

The exam ner's analysis in the Final Rejection was
flawed. That appellants' conponent (B), the hydroxyl ated
silicone resin, was known in the art at the tinme the invention
was nmade, and that it was within the skill of the art to nake
the substitution of nmaterials proposed by the exam ner, begs

the question. The real question is why? Wy would a person
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havi ng ordinary skill have used hydroxylated silicone resin in

|ieu of acyl oxy or al koxy-functional silicone resin in the

conposition of Gape? As stated in In re Gordon, 733 F.2d

900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984):

The nmere fact that the prior art could be so

nodi fi ed woul d not have nade the nodification

obvi ous unless the prior art suggested the

desirability of the nodification. [Citations

omtted].

In the Final Rejection, the exam ner did not point to any
portion or portions of Gape or the acknow edged state of the
prior art which would have suggested the desirability of the
proposed nodification of G ape's conponent (B). For this
reason, the rejection of clains 1 through 14 under 35 U S. C
8§ 103 as unpatentabl e over G ape al one was fl awed.

In the Appeal Brief (Paper No. 13), appellants espouse
the very argunent outlined above, nanely, that the prior art
relied on by the exam ner does not suggest the desirability of
the proposed nodification of Grape's conposition. Appellants
also rely on the Favre and Blizzard patents which, according
to appellants, teach away fromthe clai ned invention.

Appel | ants argue that each of Favre and Blizzard discl oses

conmponent (B) of claiml1l, the hydroxylated silicone resin, in
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conmpositions which are very different fromthe conposition of
G ape. Appellants reason that a person having ordinary skil
in the art would not have been notivated to nodify G ape's
conposition in the nmanner proposed by the exam ner, given the
context in which the hydroxy- lated silicone resin is used by
Favre or Blizzard. According to appellants, the collective
teachi ngs of Gape, Favre, and Blizzard nmake it clear that

acyl oxy or al koxy-functional silicone resin and hydroxyl at ed

silicone resin are not art-recogni zed equi val ents or

I nt erchangeabl e materi al s.

DI SPOSI TI ON OF THE EXAM NER S REJECTI ONS

In the Exam ner's Answer (Paper No. 14), the exam ner
does not repeat or refer to the rejection of clains 1 through
14 under 35 U. S.C. § 103 as unpatentabl e over G ape al one.

The only reasonable interpretation which these facts permt is
that the rejection over Grape has been dropped. Paperless

Accounting Inc. v. Bay Area Rapid Area Transit Sys., 804 F.2d

659, 663, 231 USPQ 649, 652 (Fed. Cir. 1986).
In the Answer, the exam ner enters the follow ng new

grounds of rejection: (1) clainms 1 through 14 under 35 U. S. C
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8§ 103 as unpatentabl e over the combi ned di scl osures of G ape,
Favre, and Blizzard (Answer, page 3, |ast paragraph); and (2)
clains 1 through 14 under 35 U. S.C. 8 103 as unpatentabl e over
"JP 53-130752A" (Answer, page 7, first paragraph). W shal

address these rejections in turn.

The Rejection Based on Grape, Favre., and Blizzard

As stated in Pro-Mld and Tool Co. v. Geat Lakes Inc.,

75 F.3d 1568, 1573, 37 USPQd 1626, 1629 (Fed. G r. 1996):

It is well-established that before a concl usi on of
obvi ousness may be nade based on a conbi nati on of
ref erences, there nust have been a reason,
suggestion, or notivation to |l ead an inventor to
conbi ne those references.

Li kewi se, in the nore recent opinion of In re Rouffet, 149

F.3d 1350, 1355, 47 USPQRd 1453, 1456 (Fed. Cir. 1998), the
court stated that:

When a rejection depends on a conbi nation of prior

art references, there nmust be sone teaching,

suggestion, or notivation to combine the references.
Havi ng carefully reviewed the Exam ner's Answer, we agree with
appel l ants that the exam ner has not established adequate

reason, suggestion, or notivation which would have led a

person having ordinary skill in the art to nodify the G ape
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reference in the manner proposed. For the reasons succinctly
stated in the Appeal Brief, Favre and Blizzard teach away
from not toward, the clained invention. The collective
teachings of Grape, Favre, and Blizzard nmake it clear that

acvl oxy or al koxy-functional silicone resin and hydroxyl at ed

silicone resin would not have been viewed as art-recognized
equi val ents or interchangeable nmaterials in the conmposition of
Grape. Favre and Blizzard do not "lend credibility to the
exam ner's position" (Answer, page 5). Each of those
ref erences di scloses conponent (B) of claiml1, the
hydroxyl ated silicone resin, in conpositions which are very
different fromthe conposition of G ape.

The rejection of clains 1 through 14 under 35 U S. C
8 103 as unpatentabl e over the conbined disclosures of G ape,

Favre, and Blizzard is reversed.

The Rejection Based on JP 53-130752A

Respecting the rejection of clains 1 through 14 under
35 U.S.C. 8 103 as unpatentable over "JP 53-130752A," the
exam ner has not furnished this nerits panel with a copy of

the Japanese patent in its entirety. A full text copy of the
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Japanese patent docunent, in the Japanese |anguage or in the
Engl i sh [ anguage, is not of record. Rather, the exam ner

pl aces reliance on what appears to be the print-out froma
conputerized search request. The print-out is in the form of
an abstract.

Havi ng revi ewed the abstract, we find that this rejection
is clearly erroneous. The conposition in appellants' claiml
i ncl udes conponent (B), an hydroxyl ated silicone resin,
conpared with a silane having at | east three hydrolyzable
groups disclosed in the abstract of JP 53-130752A. The
exam ner asserts that the clainmed conposition would have been
obvious in view of the prior art disclosure of a silane having
hydr ol yzabl e groups, but the exam ner offers no reasoning or
evi dence what soever supporting that assertion. The exam ner
provi des no reasoni ng or evidence which would have led a
person having ordinary skill from"here to there,” i.e., from
the prior art conposition containing a silane having at | east
three hydrol yzabl e groups to the clainmed conposition
cont ai ni ng an hydroxyl ated silicone resin.

The rejection of clains 1 through 14 under 35 U S. C

8§ 103 as unpatentabl e over "JP 53-130752A" is reversed.
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PROCEDURE

The unusual procedural aspects of this case warrant
further discussion.

In the Reply Brief filed Decenber 30, 1993 (Paper No.
16), appellants strenuously argued both of the new grounds of
rejection set forth in the Examner's Answer. These are (1)
the rejection of clains 1 through 14 under 35 U S.C. 8§ 103 as
unpat ent abl e over the conbi ned di scl osures of G ape, Favre,
and Blizzard; and (2) the rejection of clainms 1 through 14
under 35 U.S.C. § 103 as unpatentable over "JP 53-130752A."

In a comrmuni cation mailed April 22, 1994 (Paper No. 18),
t he exam ner stated that:

The reply brief filed 12/20/93 [sic] has been

entered and consi dered but no further response by

the exam ner is deened necessary. The application

has been forwarded to the Board of Patent Appeal s

and Interferences for decision on the appeal.
Mani festly, this does not constitute a substantive response to
appel l ants' Reply Brief and does not explain why the argunents
set forth in the Reply Brief fail to overcone the new grounds
of rejection.

In the ensui ng ORDER REMANDI NG TO EXAM NER nwi | ed

Sept enber 11, 1995 (Paper No. 19), this application was
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remanded to the exam ner with instructions to provide

appel lants with an explanation why their Reply Brief did not
overcone the

new grounds of rejection. The exam ner, however, did not file

anot her office action or conmmuni cati on between Septenber 11,

1995, and May 18, 1998, even though appellants filed two
letters inquiring "as to the current status” of their
application.?

Finally, on May 18, 1998, the exam ner issued a
Suppl ement al Answer (Paper No. 21), stating that:

Appel l ants are hereby informed that the Reply Brief

does not overconme the new Grounds of rejection. The

Exam ner maintains his reasons for finally rejecting

the clains. Said reasons and rationale are as

i ndicated in the previous comuni cati ons.
Again, this does not constitute a substantive response to
appel l ants' Reply Brief and does not explain why the argunents
set forth in the Reply Brief fail to overcone the new grounds
of rejection.

We offer two coments on this unhappy state of affairs.

First, the exam ner's steadfast refusal to reeval uate

2 Status Inquiry filed May 30, 1997 (Paper No. 20);
Second Status Inquiry filed Cctober 14, 1997 (Paper No. 20%).
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patentability, in light of the argunents presented in
appel lants' Reply Brief, itself constitutes reversible error.

As stated in In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685,

686 (Fed. G r. 1986):
If a prima facie case is made in the first instance,
and if the applicant cones forward with reasonabl e
rebuttal, whether buttressed by experinent, prior
art references, or argunent, the entire nerits of
the matter are to be reweighed. [Citation omtted].
This the exam ner did not do. Second, regardless of two
status inquiries, the examner failed to i ssue any form of

comruni cation to appell ants between Septenber 11, 1995, and

May 18, 1998, responding to the ORDER REMANDI NG TO EXAM NER

(Paper No. 19). This inordinate delay in comunicating with

the applicants can hardly be said to be "custoner friendly."
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CONCLUSI ON

For the reasons set forth in the body of this opinion,

both of the examiner's rejections newly presented in the

Exam ner's Answer are reversed.

REVERSED

SHERMAN D. W NTERS
Adm ni strative Patent Judge

WLLIAMF. SM TH
Adm ni strative Patent Judge

HUBERT C. LORIN
Adm ni strative Patent Judge

clm
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Burns, Doane, Swecker & Mathis
Nor man H. Stepno

George Mason Bl dg.

Washi ngton & Prince Streets
P. O Box 1404

Al exandria, VA 22313-1404
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